
- 1 -  

  

SHEET 15  
  

  

 

How should damage stemming from the infringement of 

intellectual property rights be compensated?  
  

  

Holders of intellectual property rights can file a specific claim for compensation for their 
damage: infringement proceedings, for which the legal regime is now largely harmonised 

at European level, regardless of the rights involved (literary and artistic copyright or 
industrial property rights). Directive 2004/48/EC of 29 April 2004 on the enforcement of 

intellectual property rights was transposed into national law by Law no. 2007-1544 of 29 
October 2007 on combating infringement. This was, in turn, supplemented by Law no. 

2014-315 of 11 March 2014 bolstering the prevention of counterfeiting and Law no. 2016-
731 of 3 June 2016 on strengthening the prevention of organised crime, terrorism and 

the financing thereof, and improving the effectiveness and guarantees of criminal 
procedure.  

Infringement is both a criminal offence and a civil fault, and compensation can be claimed 
in both criminal and civil courts.  

 

 

1 – Who can claim?   
 

                                                           
 

Several people can file a claim for compensation. A distinction will be made according to 
whether the rule is common to several intellectual property rights or specific to certain 

branches only.  
  

The following are entitled to bring infringement actions:  

- The owner of the intellectual property (CPI, Art. L. 331-1, L. 332-1, L. 716-4-2, L. 
615-2, L. 521-2);  

- The transferee of an intellectual property right;  

- Regarding whether or not there is a need to register the transfer, see CJEU, 4 
Feb. 2016, C163/15, Hassan/Breiding (Community trade marks); CJEU, 22 June 

2016, C-419/15, Thomas Philipps/Grüne Welle Vertriebs (Community designs); 
Paris Court of Appeal, division 5, chamber 1, 5 Oct. 2011, Waters 

Corporation/Hewlett-Packard, Agilent Technologies Deutschland (patent); Paris 
Court of Appeal, division 5, chamber 2, 10 March 2017, TTI Liquidating Inc. 

/Pfeiffer Vacuum (patent); Paris Court of Appeal, division 5, chamber 1, 28 June 
2016, China Industries Ltd. et alii/Saint Rambert Dis et alii (Community designs). 

– Contra: Paris Court of Appeal, division 5, chamber 2, 9 Sept. 2022, No. 
20/12901;  

- Except for copyright, the holder of exclusive rights of use is entitled to bring an 
infringement action under certain conditions. Therefore, the action may be brought 

by the beneficiary of exclusive rights of use (exclusive licensee), unless otherwise 
stipulated in the contract if, after formal notice, the holder does not exercise this 

right (see CPI, Art. L. 521-2, para. 2 (designs), L. 615-2, para. 2 (patents), L. 716-
4-2, para. 1 (trademarks)); Directive 2015/2436 (Art. 25, § 3) provides that the 

licensee may also bring proceedings for infringement of a trademark if its 
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proprietor consents thereto (CPI, Art. L. 716-4-2, para. 1). In addition, the 
beneficiary of an exclusive operating licence owned by a producer of phonograms 

or videograms may, unless otherwise stipulated in the licence contract, take legal 
action by virtue of this right. (CPI, Art. L. 331-1);  

- Any party to a licence agreement is entitled to intervene in infringement 

proceedings brought by another party to obtain compensation for its own damage 
(see CPI, Art. L. 521-2, para. 3 (designs), L. 615-2, para. 5 (patents), L. 716-4-2, 

para. 4 (trademarks)).  

  

More specifically, others may bring infringement proceedings:  

- In matters of literary and artistic copyright, duly established collective protection 
bodies and professional protection bodies are entitled to bring legal proceedings 

to defend the interests for which they are statutorily responsible (CPI, Art. L. 331-
1, para. 2);  

- In the case of a compulsory or ex officio licence for an  object covered by a patent, 
the licensee may bring infringement proceedings, after formal notice has been 

given to the proprietor, even though the licensee does not enjoy exclusive rights;  
- For collective and certification marks , the rules have been adapted somewhat to 

reflect the collective nature of the use of these signs (see CPI, Art. 716-4-2, 
paragraphs 2 and 3).  

  

✓ Points to bear in mind: 

  

- Other parties, such as the owner's or licensee's manufacturers or distributors, may 

seek compensation for their own loss on the grounds of unfair competition (Civil 
Code, Art. 1240) where the courts in which proceedings are brought have found 

that there have been acts of infringement;  
- Where there is a contractual relationship between the original proprietor of the 

rights and the infringer, the option of bringing infringement proceedings raises 
difficulties, when the proceedings are not solely based on contractual liability.  

See for trademark law, CJEC, 1st chamber, 23 Apr. 2009, case C-08/59, Dior c/ 

Copad; Paris Court of Appeal, 29 Oct. 2019, Contexte vs. M. X. and Euractiv.com, 
RG No.19/08391.  

See for copyright (software), CJEU, 18 Dec. 2019, case C-666/18, IT 

Development; Civ. 1, 5 Oct. 2022, No.21-15,386, Entr’ouvert/Orange.  
  

  

2 – Where can a claim be made?   
 

                                                           
 

In criminal matters, all French criminal courts have jurisdiction, insofar as the accused 

is domiciled or has its registered office within their territorial jurisdiction or the acts in 

question were committed there (however Decree No. 2021-1103 of 20 August 2021 

grants specialised jurisdiction at regional (département) level to certain criminal courts 

within the district of the Grenoble, Metz and Montpellier appeal courts as of 1 September 

2021.) The holder of the rights can choose whether to lodge a complaint or issue a 

summons against the perpetrator of the disputed facts directly (without, however, the 

benefit of an investigation).  

  

In civil matters, since Law no. 2007-1544 of 29 October 2007, intellectual property 

issues and related unfair competition claims are only dealt with by specialist judges. Only 
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ten courts designated by Decree No. 2009-1205 of 9 October 2009 amended by Decree 
No. 20101369 of 12 November 2010 (and the corresponding courts of appeal) therefore 

have specific and exclusive jurisdiction in this matter (Bordeaux, Lille, Lyon, Marseille, 
Nanterre, Nancy, Paris, Rennes, Strasbourg and Fort-de-France).  

  

However, there are two notable exceptions in civil matters:  

- Firstly, the Paris court of justice and the Paris court of appeal have exclusive 

jurisdiction to hear actions for patent infringement or relating to associated 
unfair competition questions (CPI, Art. L. 615-17). However, since the entry into 

force of the Agreement on the Unified Patent Court of 19 February 2013, this court 
has exclusive jurisdiction to hear disputes relating to European patents and 

European patents with unitary effect (although this jurisdiction will continue to be 
shared with the competent national courts for a transitional period of seven years, 

which may be extended up to a total of fourteen years).  

 
- Secondly, the Paris court of justice has exclusive jurisdiction as a Community 

court to hear infringement actions and counterclaims for a declaration of 
invalidity relating to Community trademarks or Community designs (COJ, 

Art. R. 211-7).  

  

 

3 – When can a claim be made?   
 

                                                         
    

Infringement is an ongoing offence that continues for as long as the disputed acts persist.  

  

The statute of limitations for public prosecution before the criminal courts is 6 years.  

  

Civil action for infringement is barred after 5 years "from the day on which the holder of 
the right knew or should have known of the last fact enabling it to bring an action" (PACTE 

Law no. 2019-486 of 22 May 2019, which came into force on 24 May 2019). This 
approach is supported by general civil law on copyright and related rights and by internal 

provisions in each book for the other intellectual property rights.  

  

Under the previous law, the starting point for the limitation period was objective, i.e. the 
date of the act giving rise to the claim and not the date it became known (or that there 

was a presumption it was known) by the holder of the right. As case law (3rd Civ., 24 Jan. 
2019, appeal No.17-25,793; Paris High Court (TGI), Ord. JME, 9 June 2022, RG 

21/14223) considers that the new law does not have the effect of altering the starting 
point for limitation periods that commenced under the former law, the starting point to be 

taken into account for claims when the limitation period began to run prior to 24 May 
2019 remains the date on which the act was committed.  

  

It has been argued that the new wording could mean that compensation should no longer 

be limited to acts committed during the five years preceding the interruption of the 
limitation period, for example if the infringement is not known or if knowledge of the last 

act precedes the commencement of the proceedings by less than five years. However, 
this point is still being debated and has not yet been settled by case-law at the time of 

writing.  
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4 – What is the outcome?  
 

                                                           
 

In civil and criminal matters, even after the implementation of the Transposition Order 
relating to trademarks and service marks of 13 November 2019, the principle remains 

that of full compensation for the damage suffered by the party injured by the acts of 
infringement; the award of punitive damages remains excluded. However, in accordance 

with Directive 2004/48/EC, which aims “to attain a high level of protection of intellectual 
property rights" (Dir. 2004/48, cons. 10; adde CJEU, 17 March 2016, C-99/15, point 24), 

the Intellectual Property Code calls on the courts to set the amount of damages by taking 
into account, separately:  

1. The negative economic consequences of the infringement of rights for the  

injured party, including loss of earnings and actual loss (sheet 3A);  

2. Moral damage caused to the injured party (sheet 5);  

3. Profits made by the infringer, including savings on intellectual, material and 

promotional investments that it has made.  

  

This three-fold approach applies to all branches of intellectual property, as the Directive  

2004/48 is intended to be cross-cutting (see CPI, Art. L. 331-1-3 on copyright and related 
rights; Art. L. 521-7 on designs; Art. L. 615-7 on patents; Art. L. 716-4-10 trademarks).  

  

As an alternative and at the request of the injured party, the court may award a lump 
sum as damages, greater than the amount of royalties or duties that would have been 
due if the infringer had requested authorisation to use the infringed right.  
  

The choice between the two alternatives (negative economic consequences or damages 

in respect of royalties) lies with the injured party, even if the latter does not personally 
exploit the infringed right (see in particular Court of Cassation, Commercial Chamber, 23 

Jan. 2019, appeals nos. 16-28.322 and 17-14.673). Compensation paid as a lump sum 
can therefore only be ordered by a court if the party injured by the infringement has 

expressly requested it (Court of Cassation, Commercial Chamber, 17 March 2021, 
appeals nos. B 1728.221 and Y 18-19.206). This sum does not exclude compensation  

moral damage caused to the injured party (sheet 5).  
  

a) Negative economic consequences  

  

Negative economic consequences are determined in accordance with the general 
principles relating to economic loss already set out in sheets 1 to 8, with the following 

particular features:  

  

i.  The loss of earnings is usually calculated:  

  

- Having regard  to the total infringing products (masse contrefaisante) 

expressed as the volume of infringement over the  period in question which is 
not subject to limitation;  

- By determining the proportion of sales that the injured party would have made 

in the absence of the infringement, at a price that it could have charged but for 
the infringement.  

  

Two situations often used to assess the loss of earnings:  
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- Lost profits: if the injured party exploits the intellectual property right and 
demonstrates that it could have made additional sales corresponding to all or 

part of the total infringing products (the carry-over rate), particularly with 
regard to its industrial production and marketing capacity, its market position 

and the competitive advantage afforded by the infringed right, the shortfall may 
take the form of lost profits on these additional sales, calculated on the basis 

of a margin rate applied to the number of missed sales (sheet 6).  

- Damages in respect of royalties: the loss of profit may take the form of 

damages in respect of royalties if the intellectual property right is not exploited 

or is only exploited through a licence, or if it is exploited but not carried over.  

Damages in respect of royalties are most often determined by referring to a 

reasonable or contractual royalty, generally expressed in the form of a rate, which 
may be increased or reduced (compensatory nature, key or decisive nature of the 

right in the sale, etc.), applied to all or part of the unlawful turnover realised by the 
infringer.  

It is up to the injured party to determine, with supporting evidence, the basis and 

rate to be taken into account in calculating the royalty.  

Damages in respect of royalties, calculated on the total unlawful turnover, are 
considered when calculating the alternative lump sum payment.  

  

ii.  Examples of the losses incurred include: 

  

- Price erosion of a product protected by an intellectual property right following 
the start of the infringement;  

- Harm to the investments made by the holder of the right in research and 
development and advertising;  

- Inability to grant licences because of the commercial disruption caused by the 

infringement or the termination of a licence agreement as a result of the 
infringement.  

  

iii. In some cases, the negative economic consequences can be 

assessed on a basis other than the total infringing products 

stricto sensu 
 

For example, the commercial aspect may be considered where the object covered by 
the intellectual property right is used or exploited in a complex product or in conjunction 

with ancillary products or services, subject to the usual requirement of proving causation. 
In this case, the intellectual property right is not implemented across the infringing 

product as a whole, but nevertheless constitutes a key or decisive factor in the 
consumer's mind when purchasing the product. The theory of the commercial whole 
implies that judges will consider the turnover generated by the overall product, and 

sometimes including its accessories and spare parts.  

On the other hand, it may be that the intellectual property right adds little value to the 
product or service being exploited.  

  

iv. In some cases, the loss of earnings may extend beyond the term 

of protection of the intellectual property right or after the 
infringement has ceased, if it is proven that the competitive 

advantage unlawfully acquired by the infringer as a result of the 
infringement extends beyond the infringement (springboard 

effect).  

  

- 4 - 

S
H

E
E

T
 1

5
 –

 H
o

w
 s

h
o

u
ld

 d
a

m
a

g
e

 s
te

m
m

in
g

 fro
m

 th
e

 in
frin

g
e

m
e

n
t o

f 

in
te

lle
c

tu
a

l p
ro

p
e

rty
 rig

h
ts

 b
e

 c
o

m
p

e
n

s
a

te
d

?
  

 

- 5 - 



- 6 -    

  

b) Moral damage in intellectual property litigation  

  

Case-law recognises the following consequences as constituting damage that can be 

compensated as moral damage, even if some of them appear to be more akin to 
pecuniary damage:  

- Making the product commonplace;  

- Devaluation/depreciation of the right or the product;  

- Publicising the product/brand;  

- Barriers to customer loyalty;  
- Obstructing the effectiveness of design and promotion investments made;  

- Diminishing the distinctive character of the trademark.  

  

Nevertheless, estimating these effects can sometimes entail a risk of double 
compensation with the damage claimed for negative economic consequences; the 

assessment method used for each type of damage claimed must ensure that such 
duplication can be  avoided.  

  

c) Profits of the infringer  

  

Considering the profits made by the infringer allows for compensation that goes beyond 

the loss, but without  punitive damages being payable. The aim here is to counteract 
profit-making  breaches.  

Most decisions use a "gross margin" achieved by the infringer to determine profits, 

calculated in a similar way as the injured party’s margin to determine his loss of earnings 
(sheets 3A and 6).  

In assessing the infringer's profits, the courts take into account the extent to which the 

infringed right is a determining factor in relation to the product or service in question (and 
in particular whether or not it is a determining factor in consumer choice) in order, where 

appropriate, to weigh up the profits taken into account for the purposes of compensation 
(see in particular Paris Court of Appeal, 11 May 2021, RG no. 19/07127).  

  

d) Other remedies  

  

In addition, the courts hearing the case may order prohibitive measures subject to a 

fine, including measures to recall the product from commercial channels and/or destroy 
it (at the infringer's expense), measures to revoke intellectual property rights that have 

been cancelled, and measures to publish the decision in full or in excerpts (at the 
infringer's expense).  

  

✓ A few points to note 

  

Despite some hesitation, case-law considers that the three categories types of damage 

covered (negative economic consequences, moral damage, profits made) should not 
simply be combined (or added together), which would be contrary to the prohibition on 

punitive damages, but should be assessed separately (as opposed to an overall 
assessment) and allow for compensation that must remain commensurate with the loss 

actually suffered, while preventing the infringer from profiting from the infringement (see, 
in particular, Paris Court of Appeal, division 5, chamber 2, 6 July 2018, no. 17/07613; 

Paris Court of Appeal, division 5, chamber 1, 25 Jan. 2022, no. 19/18139; Paris Court of 
Appeal, division 5, chamber 1, 16 Nov. 2021, no. 18/20990).  
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Nevertheless, by considering the infringer's profits, the principle of full compensation is 
not strictly adhered to, and it is not clear how, in practice, the damages awarded in 

respect of the damage interpreted in a strict sense (lost profits/losses suffered) and those 
awarded in respect of unfair profits/advantages should be structured. Some suggest 

partial cumulation of certain items (e.g. for diverted clients, which could be taken into 
account, in part, as lost profits and unfair advantages).  

In any event, when it is proven, a separate amount should be awarded for moral damage.  

  

It is up to the holder of the infringed right to decide how to calculate the loss. In this 

respect, the existence of economic damage for the holder is not subject to the condition 
that it exploits the right in question personally. Holders of rights, including those who do 

not exploit the right, are entitled to claim as damages an amount based solely on the 
profits made by the infringer and are not obliged to opt for compensation in respect of 

royalties in the form of a lump sum payment (Court of Cassation, Commercial Chamber, 
23 Jan. 2019, appeals nos.16-28.322 and 17-14.673; Court of Cassation, Commercial 

Chamber, 17 March 2021, appeals nos. 17-28.221 and 18-19.206).  

  

In all cases, compensation must "be commensurate with the harm suffered" and "must 
not be disproportionate" (Court of Cassation, Commercial Chamber, 13 June 2019, 
appeal no.18-10.688).  
  

Regardless of the type of compensation in question, it should be ordered on the basis of 
the principle of proportionality, in accordance with Article 3 of Directive 2004/48/EC 
(“to ensure the enforcement of the intellectual property rights (…)Those measures, 
procedures and remedies shall be fair and equitable"; they "shall also be effective, 
proportionate and dissuasive and shall be applied in such a manner as to avoid the 
creation of barriers to legitimate trade and to provide for safeguards against their abuse"). 
Similarly, Article 10§3 of the same text provides that: “In considering a request for 
corrective measures, the need for proportionality between the seriousness of the 
infringement and the remedies ordered as well as the interests of third parties shall be 
taken into account.”  
  

Finally, the judge has the opportunity to grant pan-European measures, including 
compensation measures intended to compensate for damage suffered other than in 

France when the proceedings are brought before the court of a Member State in whose 
territory the defendant has their domicile or establishment. 

 

 

5 – Specific case of trade secrets   
 

                                                           
 

The protection of trade secrets is now mainly governed under French law by Articles L. 
151-1 et seq. and R. 152-1 of the Commercial Code, transposing Directive (EU) 

2016/943 of 8 June 2016.  

Article L. 152-6 of the Commercial Code, relating to compensation for an infringement of 
trade secrets, is virtually identical to the provisions of the Intellectual Property Code 

relating to the assessment of the damage resulting from acts of infringement of 
intellectual property rights, apart from the allocation of a lump sum provided for "as an 

alternative and at the request of the injured party", which specifies that this sum must 
"take account of the royalties that would have been due if the perpetrator of the 

infringement had requested authorisation", without requiring it to be "higher".  

-- 
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While the principles set out above can be applied to compensation for infringement of 
trade secrets, there are differences that must be considered, in particular the fact that 

the protection of trade secrets does not grant the legitimate holder an exclusive right to 
a product or service.  

At present, there is very little case law on the subject. However, it is worth noting that in 
the past, the court has traditionally refused to award compensation in the absence of 

evidence quantifying the damage in terms of the negative economic consequences of 
the infringement of trade secrets and the profits made as a result (Paris Court of Appeal, 

division 5, chamber 4, 23 Nov. 2022, RG 22/08306).  
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